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DETAILED ACTION 

1 . This office action is responsive to application 10/715,964 filed November 17 th , 
2003. Claims 1-36 have been examined. 

2. Receipt is acknowledged of papers submitted April 12 th , 2004: Response to pre- 
exam formalities, including declaration pursuant to 37 C.F.R. 1.63 

3. The Information Disclosure Statement (IDS) submitted on September 13 th , 2004 
in compliance with the provisions of 37 C.F.R. 1.97. Accordingly, the IDS is being 
considered by the examiner. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5, 10, 13-17, 22, 25-29, and 34 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Creswell et al. (US Patent 6,564,264, herein referred to as 
Creswell). Examiner suggests applicant review the entire teaching of Creswell, as its 
entire teachings have been relied upon. When referring to a column and line number of 
the reference, the following nomenclature is used: CX, LY-Z representing column X, 
lines Y-Z. 

Regarding claim 1, Creswell teaches a process for updating (C 4, L 24-30) 
electronic information in a computer environment (C 2, L 21-34), comprising the steps 
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of: automatically (C 4, L 1-7) inspecting a message that is to be delivered to a first 
address (first address is the sending user's address whose message has been 
returned) upon receiving the message (C 4, L 4-30) to determine whether the message 
contains information about a status of a second address (C 4, L 24-30, where the status 
is the reasoning behind the returning the sender's message), and in response to a 
determination that the message contains information about the status of the second 
address, updating a record for the second address in a database (C 4, L 24-30, wherein 
the database is the collection of entries of contact information a user has access to, 
constituting an address book). 

Regarding claim 2, Creswell teaches storing the message at the first address for 
retrieval by a first user at the first address (C 3, L 30-36, first user is a sender of email, 
where the user's information such as contacts, history and particularly messages, are 
stored remotely for user retrieval, the basis for server-client model applied to email, as 
is well known in the art through free email services such as MSN's Hotmail or Yahoo!). 

Regarding claim 3, Creswell teaches the record is a portion of an address book 
of the first user in the database (C 4, L 24-30). 

Regarding claim 4, Creswell teaches the status indicates a permanent error (a 
message being returned for an incorrect address is a permanent error) in delivering a 
message to the second address (C 4, L 4-8); and said updating is according to a user 
preference (C 4, L 30-39). 

Regarding claim 5, Creswell teaches transparently removing the second address 
from the address book (C 4, L 26-30, wherein the "yes" condition does not have to ask 
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for user intervention [i.e. doing so transparently] of the replacement, and therefore 
removal, of the second address from the user's address book). 

Regarding claim 10, Creswell teaches the second address comprises one of: an 
address for electronic mails; an address for a web page; and a phone number (C1 , L 16 
through C 2, 25; Figure 1). 

Regarding claim 13, Creswell teaches an apparatus for updating address 
information in a computer environment (C 2, L 21-25), comprising: a module for 
receiving a message that is to be delivered to a first address; a module for automatically 
inspecting the message to determine whether the message contains information about 
a status of a second address (C 4, L 4-7); and a module for updating a record for the 
address in a database (C 4, L 26-30, wherein the database is the collection of entries of 
contact information a user has access to, constituting an address book), in response to 
a determination that the message contains information about the status of the second 
address (C 4, L 24-26),. 

Regarding claim 14 Creswell teaches a module for storing the message at the 
first address for retrieval by a first user at the first address (C 1 , L 35-36). 

Regarding claim 15, Creswell teaches the record is a portion of an address book 
of the first user in the database (C 4, L 26-30). 

Regarding claim 16, Creswell teaches the status indicates a permanent error in 
delivering a message to the second address (C 4, L 4-8); and the record is updated 
according to a user preference (C 4, L 30-39). 
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Regarding claim 17, Creswell teaches a module for transparently removing the 
second address from the address book (C 4, L 26-30, wherein the "yes" condition does 
not have to ask for user intervention [i.e. doing so transparently] of the replacement, and 
therefore removal, of the second address from the user's address book). 

Regarding claim 22, Creswell teaches the second address comprises one of: an 
address for electronic mails; an address for a web page; and a phone number (C1, L 16 
through C 2, 25). 

Regarding claim 25, Creswell teaches A program storage medium readable by a 
computer, tangibly embodying a program of instructions executable by the computer to 
perform a method for updating address information in a computer environment (C 2, L 
21-25), the method comprising the steps of: receiving a message that is to be delivered 
to a first address (C 4, L 4-7); automatically inspecting the message to determine 
whether the message contains information about a status of a second address (C 4, L 
24-26); and in response to a determination that the message contains information about 
the status of the second address, updating a record for the address in a database (C 4, 
L 26-30, wherein the database is the collection of entries of contact information a user 
has access to, constituting an address book). 

Regarding claim 26, Creswell teaches storing the message at the first address 
for retrieval by a first user at the first address (C 1 , L 35-36). 

Regarding claim 27, Creswell teaches the record is a portion of an address book 
of the first user in the database (C 4, L 26-30). 



Application/Control Number: 10/715,964 Page 6 

Art Unit: 2129 

Regarding claim 28, Creswell teaches the status indicates a permanent error in 
delivering a message to the second address (C 4, L 4-8); and said updating is according 
to a user preference (C 4, L 30-39). 

Regarding claim 29, Creswell teaches transparently removing the second 
address from the address book (C 4, L 26-30, wherein the "yes" condition does not have 
to ask for user intervention [i.e. doing so transparently] of the replacement, and 
therefore removal, of the second address from the user's address book). 

Regarding claim 34, Creswell teaches the second address comprises one of: an 
address for electronic mails; an address for a web page; and a phone number (C1 , L 16 
through C 2, 25). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6-7, 12, 18-19, 24, 30-31, and 36 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Creswell as applied to claims 1-4 above, and further in view of 
Sommerer (US Pre Grant Publication 2002/0143879). 

Creswell teaches a process for updating (C 4, L 24-30) electronic information in a 
computer environment (C 2, L 21-34), but does not explicitly teach the steps of 
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replacing the second address in the address book with a comment which indicates that 
it is undeliverable to the second address as claimed in claims 6, 18, and 30. 

Sommerer teaches the claimed replacing of the second address in the address 
book with a comment which indicates that it is undeliverable to the second address 
(Paragraph [0036]-[0038], the flag existing to comment on the undeliverability of a 
message to the second address, maintained in the address book for automatic 
intervention of future messages sent to the potentially expired second address) 

Being from the same field of endeavor, automatic updating for purposes of 
saving a user's time and effort, it would have been obvious to one of ordinary skill at the 
time of applicant's invention to combine Sommerer's automatic commenting of a failed 
second address with Creswell's method and apparatus for inspecting an incoming 
message to a first address and determining if it contains information regarding a second 
address to retain information that may be utilized in the future, thus allow greater user 
control of the system, for reasons personal to the user such as having the intended 
recipient not having set up the account at the second address yet, or properly. 

Creswell teaches a process for updating (C 4, L 24-30) electronic information in a 
computer environment (C 2, L 21-34), but does not explicitly teach the steps of marking 
the second address and prompting the first user to take one or more actions with the 
second address as claimed in claim 7, 19, and 31. 

Sommerer also teaches the marking of the second address and prompting the 
first user to take one or more actions with the second address (Paragraph [0036]- 
[0038]). 
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Being from the same field of endeavor, automatic updating for purposes of 
saving a user's time and effort, it would have been obvious to one of ordinary skill at the 
time of applicant's invention to combine Sommerer's automatic commenting of a failed 
second address coupled with further user options with Creswell's method and apparatus 
for inspecting an incoming message to a first address and determining if it contains 
information regarding a second address to allow greater user control of the system, for 
reasons personal to the user as above. 

Creswell teaches a process for updating (C 4, L 24-30) electronic information in a 
computer environment (C 2, L 21-34), but does not explicitly teach where the second 
address is associated with a person who has a plurality of addresses; and said updating 
comprises the step of: adjusting priorities of the plurality of addresses for the person as 
claimed in claim 12, 24, and 36. 

Sommerer also teaches wherein the second address is associated with a person 
who has a plurality of addresses and said updating comprises the step of: adjusting 
priorities of the plurality of addresses for the person (Claims 10-12) 

Being from the same field of endeavor, automatic updating for purposes of 
saving a user's time and effort, it would have been obvious to one of ordinary skill at the 
time of applicant's invention to combine Sommerer's prioritization adjusting of a user's 
plurality of addresses with Creswell's method and apparatus for inspecting an incoming 
message to a first address and determining if it contains information regarding a second 
address to increase the likelihood a recipient will be reached at his or her first attempted 
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address, thus saving processing and network utilization, and thus energy requirements 
as well as time on the system's behalf. 



Claim Rejections - 35 USC § 103 

6. Claims 8, 20, and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Creswell as applied to claim 1 above, and further in view of Berry (US Pre Grant 
Publication 2003/0131005) 

Creswell teaches a process for updating (C 4, L 24-30) electronic information in a 
computer environment (C 2, L 21-34), but does not explicitly teach wherein said step of 
updating further comprises the steps of counting a number of messages that indicate 
the status of the second address and determining whether or not the number of 
messages is above a threshold, as claimed. 

Berry teaches the claimed step of updating further comprises the steps of 
counting a number of messages that indicate the status of the second address and 
determining whether or not the number of messages is above a threshold (Paragraph 
[0042], wherein the search engine index is equivalent to a user's address book, as web 
URL's are to email messages). 

Being from the same field of endeavor, automatic updating for purposes of 
saving a user's time and effort, it would have been obvious to one of ordinary skill at the 
time of applicant's invention to combine Berry's method of pruning [or removal] outdated 
information with Creswell's method and apparatus for inspecting an incoming message 
to a first address and determining if it contains information regarding a second address 
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to be as sure as a user's preference of likelihood that outdated information is no longer 
needed, thus saving space and removing visual [or otherwise] clutter on the message 
store 22 of Creswell. 

Claim Rejections - 35 USC § 103 

7. Claims 11, 23 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Creswell as applied to claims 1-2 above, and further in view of Feng et al. (US Pre 
Grant Publication 2004/0267625, herein referred to as Feng). 

Creswell teaches a process for updating (C 4, L 24-30) electronic information in a 
computer environment (C 2, L 21-34), but does not explicitly teach wherein the record is 
a portion of an address book of a second user in the database as claimed. 

Feng teaches wherein the record is a portion of an address book of a second 
user in the database (Paragraph [0021]-[0028], wherein someone subscribed to a first 
user's address book) 

Being from the same field of endeavor, automatic address book updating for purposes 
of saving a user's time and effort, it would have been obvious to one of ordinary skill at 
the time of applicant's invention to combine Feng's publish subscribe model of address 
book updating with Creswell's method and apparatus for inspecting an incoming 
message to a first address and determining if it contains information regarding a second 
address to allow quick network propagation of all updated addresses, thus having the 
correct information as soon as it is known, thus not having to wait for the process of 
updating to execute multiple, redundant times for multiple users. 
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Allowable Subject Matter 

8. Claims 9, 21 , and 33 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



Citation of Pertinent References 

The prior art made of record and not relied upon (attached PTO-892 form, E-K) is 
considered pertinent to applicant's disclosure. It is suggested applicant review the 
teachings of these references to gain an understanding of the state of the art at the time 
of applicant's invention. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Caldwell whose telephone number is (571) 272- 
1942. The examiner can normally be reached on Mon-Fri 10:00-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Vincent can be reached on (571) 272-3080. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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